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Telephone: 703 838 2700
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Applicant: SYMBIO HERBORN GROUP GmbH & CO.
Trademark: SYMBIO LACT (and Leaf Design)
Application Serial No. 75/583,411

APPLICANT'S APPEAL BRIEF

This is an appeal from the Examining Attorney's refusal to
register the subject mark SYMBIO LACT (and Leaf Design),

registration of which has been requested for the following goods:

- - PHARMACEUTICAL AND VETERINARY PRODUCTS, NAMELY, BIOLOGICAL

CULTURES AND MEDIA FOR USE IN THE PRODUCTION OF NUTRITIONAL
ADDITIVES FOR MEDICAL, FOR VETERINARY AND FOR SANITARY PURPOSES
AND FOR THE CARE OF HEALTH, SUCH NUTRITIONAL ADDITIVES
CONSISTING  OF | OR CONTAINING BACTERIAL AND/OR . ENZYME
PREPARATIONS; VITAMIN PREPARATIONS, ROUGHAGE AND MINERAL-
FOOD SUPPLEMENTS; NAMELY, NUTRITIONAL SUPPLEMENTS, VITAMINS,
MINERAL SUPPLEMENTS AND NUTRITIONAL ADDITIVES FOR ANIMAL AND
HUMAN FOOD; PREPARATIONS OF TRACE ELEMENTS FOR HUMAN AND
ANIMAL USE, NAMELY, NUTRITIONAL SUPPLEMENTS, NUTRITIONAL
ADDITIVES CONTAINING VITAMIN PREPARATIONS AND/OR ROUGHAGE
AND/OR MINERAL FOOD SUPPLEMENTS AND/OR TRACE ELEMENTS FOR
MEDICAL, FOR VETERINARY, FOR SANITARY PURPOSES AND FOR THE CARE
OF THE HEALTH, in International Class 005.
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Applicant's mark, as presented in the application is as follows:

SYMBIO
LACT

Applicant has submitted an appropriate disclaimer stating, "No
claim is made to the exclusive right to use LACT apart from the
mark as shown."

Applicant has claimed ownership of U.S. Registration 1,259,060
(for the WORD mark SYMBIOFLOR, in International Class 005, as shown
in attached Exhibit 1 copied from the USPTO online database) and
U.S. Registration 1,729,625, for the mark SYMBIO LACT {and "dot"
design, as shown in the copy attached as Exhibit 2, now expired
under Section 8; the identical mark being the pending subject
matter of Application Serial No. 75/583,302, filed November 5, 1998
(simultaneously with the present application), and now allowed as
is shown by the attached NOTICE OF ALLOWANCE (Exhibit 3), issued
October 29, 2002, for goods in classes 005, 029 and 030.)

The Examining Attorney has refused registration under Section
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2 (d) because the mark for which registration is sought so resembles
the mark shown in Reg. No. 0756724 (SYMBIO) as to be likely, when
used on or in connection with the identified goods, to cause
confusion, mistake, or to deceive.

It is applicant's contention that the mark SYMBIO is a weak
mark in that a considerable number of Registrations have been
granted for the identical mark and for variations of the word as is
shown by the attached printout from the USPTO online database,
showing a total of 79 files, comprised of 40 registrations (some’
now lapsed) and a total of 54 "LIVE" cases comprised of
registrations and/or pending applications. Thus, it appears that
marks comprised of SYMBIO, plus a distinguishing suffix, are
appropriate for registration. In this regard, applicants obtained
U.S. Registration No. 1,729,625 (SYMBIO LACT and dot design) in
1992 and received a Notice of Allowance for the identical mark in
October of this vyear. Further, applicant -is the owner of U.S.
Registration 1,259,060 granted on November 29, 1983, for the word
mark SYMBIOFLOR, for comparable goods in International Class 005,
the registration being granted to applicant's subsidiary Symbiomed,
Inc. (emphasis supplied.) Further, applicant's trade name comprises
the word SYMBIO, coupled with the term "Herborn", which is the town
in Germany of applicant's headquarters. Applicant's company has
continued since its founding at Herborn, Germany in 1954. Thus, it

is submitted that applicant's mark, SYMBIO LACT (and leaf design)



is clearly distinguishable from the registered mark SYMBIO, per se,
was earlier registered in the U.S. back in November 1992, and
should be passed to publication.

In addition, it is clear that the differences between
applicant's mark SYMBIO LACT (and Leaf Design) and the cited mark
SYMBIO, per se, are distinct from each other in all three of the
trilogy of sound, appearance and meaning (the term "LACT" being
part of applicant's mark, even though disclaimed separate and apart
therefrom. Under long standing law, with nc citation necessary,
the marks must be considered in their entirety and when so
considered, the Examining Attorney's rejection should be withdrawn.

In view of the foregoing, applicant submits that this
Honorable Board should reverse the refusal under Section 2(b) so
that the mark can be passed to publication and be re-registered to

applicant, and such a decision is courteously solicited.

Respectfully submitted,

December 20, 2002 ' QUCZQQZ‘Q,ﬁ,SV%gZZ2§7_\

William H. Holt
Applicant's Attorney

Law Offices of William H. Holt

Unit 2 - First floor

1423 Powhatan Street

Alexandria VA 22314

Telephone: 703 838 2700

email: WilliamHolt@HoltlLawQffices.com




TESS - Document Display http://tess.uspto.gov/bin/showfield?f=doc&state=squplg..

D
Ej Trademark Electronic Search System (TESS)

TESS was last updated on Fri Dec 20 04:39:26 EST 2002

WW ;r-is:s;wm R 'f’j’-;-'f.ﬁ‘;, 3’*&?«"’% SINETERIROY
r"k"m: Siicominnnisnd)

Logout | Please logout when you are done to release svstem resources allocated for you.

Ry, ARIETIRE R ‘J’“‘ ‘-‘9 Ao

SO N R (0 S i B

]
T
I
o

e i

Stulus YTARR contains current status, correspondence addrvess and attorney of record for

this mark. Use the "Back" burton of the Internet Browser to return to TESS)

k"ﬁ

Typed Drawing

\/y Word Mark SYMBIOFLOR

Goodsand IC 005. US 018. G & S: PHYSIOLOGICAL CULTURES OF STREPTOCOCCUS

Services FAECALIS [ VAR. FAECALIS, LIFE CELLS ] * OF HUMAN ORIGIN, VIABLE
CELLS * AND AUTOLYSATE THEREOF; PHYSIOLOGICAL CULTURES OF [
ESHERICHIA ] * ESCHERICHIA * COLI [ LIFE CELLS ] * OF HUMAN ORIGIN,
VIABLE CELLS * AND AUTOLYSATE THEREOF; [ AND COMBINATIONS OF
THESE PRECEDING CULTURES; KILLED R-FORMS OF HUMAN
ESHERICHIA. COLI, ] * PHYSIOLOGICAL CULTURES OF ESCHERICHIA COLI
AND STREPTOCOCCUS FAECALIS OF HUMAN ORIGIN, STERILE
AUTOLYSATE THEREOF; PHYSIOLOGICAL CULTURES OF ESCHERICHIA
COLI OF HUMAN ORIGIN, HEAT-KILLED R-FORMS THEREOF, * WHICH
CULTURES FORM BACTERIAL VACCINES FOR PRODUCING [ ANTIGENS ]
* ANTIBODIES * IN THE HUMAN BODY. FIRST USE: 19540400. FIRST USE
IN COMMERCE: 19801101

Mark

Drawing (1) TYPED DRAWING

Code

Serial

Number 73305633

Filing Date April 13, 1981

Published

for September 6, 1983

Opposition ;

Change In ' .

Registration CHANGE IN REGISTRATION HAS OCCURRED
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TESS - Document Display
P Registration
Number
Registration
Date

/\j Owner

Assignment
Recorded

Attorney of
Record

Type of
Mark
Register

Affidavit
Text

T\ Live/Dead

Indicator

http:/tess.uspto.gov/bin/showfield?f=doc&state=squp1¢

1259060

November 29, 1983

(REGISTRANT) Symbiomed Inc. CORPORATION MISSOURI 812 Edgewood
Columbia MISSOURI 65201

ASSIGNMENT RECORDED
ALAN E.J. BRANIGAN

TRADEMARK
PRINCIPAL
SECT 15. SECT 8 (6-YR).

LIVE

TOOETER TSI SR TR
PRt B O R R
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Latest Status Info http://tarr.uspto.gov/servlet/tarr?regser=seria1&entry=73305

]

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 12/20/2002 21:33: 13 ET
Serial Number: 73303633

Registration Number: 1239060

Mark (words only): SYMBIOFLOR

Current Status: A Section 8 arfidavit has been acespred.

Date of Status: 19¢C-C1-20

Filing Date: 1981-i2-15

Registration Date: i-5:-1i-2¢

Law Office Assigned: TNIED Lo Orfiee = T

If you are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademarkAssistnesCenter & nsnig.uny

Current Location: ©C0 -Warehouse (Newing TON

Date In Location: <230 00

CURRENT APPLICANT(S)/OWNER(S)

1. Svmbiomed Inc.

Address:
Sj;mbiomed Inc.
32 Ef' m\\’uod

.f‘ nired Q tares
State or Country of Incorporatlon \Missous
Legal Entity Type: o

GOODS AND/OR SERVICES

PHYSIOLOGICAL CULTURES OF qTREPTOU)( CUS FAECALIS » OF HUIN 2 OR LD
5 "\‘_);_.E CL, LS B ‘\\L/' ‘\\_ l\) \Q’\T[ ll._:’\k_\_}i 14‘1\ SiUL.(JUlK ’\LLL[ l\ 1 L: l\)F *
ESCHERICHIA * COLT* OF HUNIAN ORIGIN, VIABLE CELLS * AND ALUTOLVSATE

e

1of3 12/20/2002 9:53 F



Latest Status Info

" THEREOF: * PHYSIOLOGICAL CULTURES OF ESCHERICHLA COLL AND

http://tarr.uspto.gov/serviet/tarr regser=serial&entry=73305

STREPTOCOCCUS FAECALIS OF HUMAN ORIGIN. STERILE AUTOLYSATE THEREOF,
PHYSIOLOGICAL CULTURES OF ESCHERICHIA COLLI OF HUMAN ORIGIN. HE %T-I\ILLED
R-FORMS THEREOF. * WHICH CULTURES FORM BACTERIAL VACCINES FOR

PRODUCING * ANTIBODIES * IN THE HUMAN BODY
International Class: 003

First Use Date: 1934000

First Use in Commerce Date: 10301101

Basis: {(a)

ADDITIONAL INFORMATION

(NOT AVAILABLE)
PROSECUTION HISTORY
PSO0-Ta-1 T - Secrien T oooriacuon ?;s;,:e::i
QG Respanse received ror Post Registration acti
TEOGLGTLGA - Post Registration act aed - Nection T

1990-04-20 - Section 13 acknowledued
1990-24-205 - Section § (o-vear) nted

99G-4-13 - Response received for Post Registration action
1990-02-13 - Post Reu:t ation action mailed - Secuon 13
1G8- ~- 0% - Section T amendment nied

[989-08-29 - Secuou S {G-vear) filed

FO85-08-18 - Séction 13 aftidavit recerved

[983-11.29 - Re(nsleug - Principai Register

V83000 s L Publizic SR
FR3-11-20 - Registered - Principa; Fagister
533-Cw-no - Published for opposi

Y83-05-11 - Notice of pubicanor
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Latest Status Info hnp;//tan_uspto.gov/servlet/tarr?rqgsererial&emry=73305(
PPN .Ey?S_‘s'-OS-IO - Notice of publicaticn
1983-07-08 - Approved for Pub - Principal Register (Initial exam)
1983-07-07 - Case file assigned 10 examining attorney

1982.03-24 - Non-final action mailed

(L

[982-03-09 - Case flie assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)
ALAN EJ BRANIGAN (Amemen of record:

ALAN J BRANIGAN
CRIFFIN. BRANIGAN & BUTLER
PO EO”Z.’Z’:
ARL GIO\ NAZDIen
tare

N

NIt

(943
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Int. Cl.: 29
Prior U.S. Cl.: 46

Reg. No. 1,729,625

United States Patent and Trademark Office Registered Nov. 3, 1992

TRADEMARK
PRINCIPAL REGISTER

SYMBIOLACT GMBH (FED REP GERMANY
CORPORATION) ’ '

KORNMARKT 34
W-6348 HERBORN-DILL, FED REP GERMANY

FOR: BIOLOGICAL CULTURES AND MEDIA
FOR USE' IN THE PRODUCTION OF FOOD
PRODUCTS; FOOD PRODUCTS PREPARED
. FROM SUCH CULTURES AND MEDIA;
NAMELY, YOGHURT, ‘KEFIR, BUTTERMILK,
SOUR MILK, CURDLED MILK, SOUR CREAM,
CURDS, WIIEY, CURD CHIEESE, BUTTER,

EXA77

Bl®

LACT

CHEESE, SOYBEAN MILK AND CURDLED OR
FERMENTED SOYBEAN MILK, IN CLASS 29

(U.S. CL. 46).
OWNER OT FED REP GERMANY REG. NO.

1128662, DATED 10-7-1988, EXPIRES 2-11-1998.

NO CLAIM IS MADE TO THE EXCLUSIVE
RIGHT TO USE “LACT", APART FROM THE
MARK AS SHOWN.

SER. NO. 74-233,686, FILED 12-27-1991.

MITCHELL FRONT, EXAMINING ATTORNEY

B¢7 2




Page 01 of g

. U.S. Patent and Trademark Office (PTO)

NOTICE OF ALLOWANCE

. -JINOTE: If any data on this notice is incorrect, please submit a written request for correction of the NOA (o: Assistant Commissioner for Trademarks.
Box ITU, 2900 Crystal Drive, Arlington, VA 22202-3513. Please include the serial number of your application on ALL correspondence with the PTC
15 U.5.C. 1063(b)2))

RARIVIRERN
REC - 3 2002 !i

ISSUE DATE OF NOA: Oct 29, 2002

WILLIAM H. HOLT

LAW OFFICES OF WILLIAM H. HOLT
UNIT 2, FIRST FLOOR ‘ .
1423 POWHATAN STREET e
ALEXANDRIA, VA 22314

_that both the:

ees. These requ
which can be
tained in tnis bookle

The following information should be reviewed for accuracy:

SERIAL NUMBER: 75/583302

MARK : SYMBIO LACT (STYLIZED)

OWNER: : SYMBIO HERBORN GROUP GmbH & Co.
Auf don Luppen 8
D-35746 Herborn, FED REP GERMANY

This application has the following bases, but not necessarily for all listed goods/service
Section 1(a): NO Section 1(b): YES Section Lh(e): YES '

GOODS/SERVICES BY INTERNATIONAL CLASS

005-Media for bacteriological cultures for use in the production of dairy products,
namely, nutritive substances for sajd cultures

029-Dairy products prepared with bacteriological cultures and their nutritive substances,
namely, milk products containing predominately milk, yogurt, kefir, buttermilk, milk
beverages containing predominately milk, sour milk, curdied milk, condensed milk,
dried milk, chocolate milk, sour cream, curds, whey, whey based food beverages, peanu
milk, curd cheese, and canned soybeans, and in each case may also have added fruits

030-Dairy products prepared from bacteriological cultures and their nutritive substances,

namely, milk shakes, coffee based beverages containing milk, edible ices, and ice
cream, and in each case may have added fruits '

ALL OF THE GOODS/SERVICES IN EACH CLASS ARE LISTED

TMFRF9 {(10/99)

ADDITIONAL INFORMATION MAY BE PRESENT IN THE PTO RECORDS

EXHrHr7 3
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